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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

In the Matter of Registration No. 3,523,399 
Mark:    TH  
Registration Date:  October 28, 2008 
 
SERINE-CANNONAU VINEYARD, INC., 
DBA TERRY HOAGE VINEYARDS, 
 
    Petitioner, 
 
 v. 
 
VIÑA UNDURRAGA S.A., 
 
    Registrant. 
 

Cancellation No. 92053854 
 
I hereby certify that this correspondence is 
being deposited with the United States Patent 
and Trademark Office, Trademark Trial and 
Appeal Board via electronic filing through its 
website located at http://estta.uspto.gov/ on 
January 27, 2014: 
 
       
Elizabeth J. Rest 

 
REPORT ON STATUS OF CANCELLATION PROCEEDING 

 
Petitioner SERINE-CANNONAU VINEYARD, INC., DBA TERRY HOAGE 

VINEYARDS *ÐPetitionerÑ+, hereby files its Response to the Order issued by the Board on 

December 10, 2013, requesting that the parties inform the Board of the status of the discovery 

and ongoing settlement discussions in this proceeding.   

This Cancellation action was filed on April 6, 2011, and an Answer was filed on May 17, 

2011. 

In as early as June, 2011, the parties reached a reasonable starting point for a settlement, 

and therefore moved the Trademark Trial and Appeal Board for an extension of the discovery 

and trial periods, with consent.   

In June of 2011, the parties held their mandatory discovery conference, and the parties 

made their Initial Disclosures in September, 2011.  No further discovery has been conducted in 

this proceeding. 

http://estta.uspto.gov/
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Since June of 2011, settlement discussions have been ongoing.  Indeed, in June 2011, a 

draft settlement agrggogpv" ycu" ektewncvgf" d{" eqwpugn" hqt" Rgvkvkqpgt" hqt" TgikuvtcpvÓu"

consideration.  Despite numerous reminders, counsel for Registrant, George Lewis, did not 

respond with edits or revisions until March 15, 2012 Î 9 months later.  Petitioner accepted all of 

ReikuvtcpvÓu" ejcpigu=" vhere was only one paragraph of the revised version that Petitioner took 

issue with, which appeared to be a typographical error.  Registrant is aware that this is the only 

outstanding issue between the parties. 

Counsel for Petitioner has followed up with counsel for Registrant with regard to this one 

paragraph numerous times beginning in March, 2012, and continuing to the present.  Because 

Petitioner received no response to its numerous communications regarding this misplaced 

paragraph in the proposed Settlement Agreement, on Octodgt"52."4234."RgvkvkqpgtÓu"eqwpugn"took 

the liberty of sending TgikuvtcpvÓu" eqwpugn" c" tgxkugf" Ugvvngogpv" Citggogpv." ykvjqwv" vjg"

paragraph in issue, and informed counsel that Petitioner was ready to execute the revised 

Settlement Agreement.   

Not having received any response to the October 30, 2012, draft of the Settlement 

Citggogpv." qp" Hgdtwct{" 6." 4235." RgvkvkqpgtÓu" eqwpugn" rtqxkfgf" TgikuvtcpvÓu" eqwpugn" ykvj" cp"

execution version of the Settlement Agreement, and stated again that Petitioner was ready to 

sign.    

Not having received any substantive response, in December of 2012, the parties were 

again in the position of needing a further extension of time to complete the settlement.  On 

Decgodgt" 32." 4234." eqwpugn" hqt" Tgikuvtcpv" kphqtogf" RgvkvkqpgtÓu" eqwpugn" vjcv" jku" enkgpv" jcf"

changed counsel in Chile (where the Registrant is located), and that was the reason for the 

continued delays. 
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Eqwpugn" hqt" Rgvkvkqpgt" jcu" tgrgcvgfn{" cumgf" TgikuvtcpvÓu" eqwpugn" hqt" cp" wrfcvg" qp" vjg"

settlement.  Kp"tgurqpug."TgikuvtcpvÓu"eqwpugn"jcu"dggp wholly nonresponsive.   

After numerous requests for a substantive response to PetkvkqpgtÓu" tgxkugf" Ugvvngogpv"

Citggogpv."qp"Octej"6."4235."TgikuvtcpvÓu"eqwpugn"finally responded and stated that he believed 

he could substantively respond to the October, 2012, Settlement Agreement within 30 days.  No 

such response was received.  

At the request of PetitionerÓs counsel, on July 16, 2013, the parties had a telephonic 

conference with the TTAB Interlocutory Attorney assigned to this matter.  During that 

conference, RegistrantÓs counsel assured PetitionerÓs counsel and the Board that a substantive 

response to the Settlement Agreement would be forthcoming.  To date, Petitioner has received no 

such response. 

Prior to preparing this Report, on January 24, 2014, counsel for Petitioner again asked 

counsel for Registrant if Petitioner could receive a substantive response to the Settlement 

Agreement, and indicated the need for a further extension0" " Kp" tgurqpug."TgikuvtcpvÓu"eqwpugnÓu"

gockn"tgurqpug."kp"kvu"gpvktgv{."ycu"ÐQM0Ñ"" 

// 

// 

// 

// 

// 

// 

// 

// 
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Petitioner is ready and willing to execute the Settlement Agreement provided to 

Tgikuvtcpv" kp" Qevqdgt" qh" 42340" " Kpfggf." RgvkvkqpgtÓu" eqwpugn" jcu" tgrgcvgfn{" ugpv" kv" vq" eqwpugn"

indicating that Petitioner is ready to sign, and that no further delays are warranted. 

 

Respectfully submitted, 

HIARING + SMITH, LLP 

Dated: January 27, 2014  By:         
Anne Hiaring Hocking  
Vijay K. Toke 
Kathryn Wheble 
Elizabeth J. Rest 
101 Lucas Valley Road, Suite 300 
San Rafael, California 94903 
Tel: (415) 457-2040 
Fax: (415) 457-2822 
Email: trademarks@hiaringsmith.com  

anne@hiaringsmith.com 
elizabeth@hiaringsmith.com   

 
Attorneys for Petitioner 

mailto:trademarks@hiaringsmith.com
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CERTIFICATE OF SERVICE 
 
 I hereby certify that a true and complete copy of the REPORT ON STATUS OF 
CANCELLATION PROCEEDING has been served on attorneys for Registrant, as listed below, 
by mailing said copy on January 27, 2014, via First Class Mail, postage prepaid to the address 
below, and by sending a courtesy copy via electronic mail to the addresses listed below: 
 
George W. Lewis, Esq. 
Jacobson Holman PLLC  
400 7th Street NW, Suite 600  
Washington, DC 20004-2218  
Email: glewis@jhip.com  
 
  

 

HIARING + SMITH, LLP 
 

Dated: January 27, 2014  By:         
Elizabeth J. Rest, Esq. 
101 Lucas Valley Road, Suite 300 
San Rafael, California 94903 
Tel: (415) 457-2040 
Fax: (415) 457-2822 
 
Attorneys for Petitioner 
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